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DETAILED ACTION 
Response to Arguments 

Applicant's arguments filed 7-13-04 have been fully considered but they 
are not persuasive: 

1 . The case has been transferred to a new examiner - Stephen D'Agosta. 

2. The amendment overcomes the USC 112 rejection. 

3. The previous examiner has pointed out objectionable material but the 
applicant has chosen not to amend the claims with said objectionable material. A 
more favorable outcome may occur if amending is followed per the examiner's 
guidelines. 

4. The applicant argues that Mukherjee does not teach all features of the 
claimed invention - eg. Mukherjee data is not service information. The examiner 
disagrees for several reasons; 1) figure 4 shows mobile user(s) registering via 
cellular network which inherently includes transfer or service information, 2) 
figure 6 shows a mobile phone that transfers configuration files #610, network 
parameters #625 and application data #625, 3) figure 7B shows a configuration 
file that includes, at least. Registration Duration and Device ID which is service 
information, 4) figure 10 shows a profile download/return from SMSC 

#1 01 5/#1 020 and 5) Mukherjee's paragraph #35 states that the system is not 
limited to only that described and one skilled can include any/all service 
information transfers as needed by the user for ease-of-use. 

5. The applicant argues that Mukherjee does not teach requesting service 
information from a registrar or proxy server. The examiner disagrees and 
broadly interprets the cellular system's MSC/HLR as a registrar (eg. registering 
entity). Also, Mukherjee teaches use of TCP/IP and Internet connectivity (figure 
2, #228 and #208) which inherently use proxy servers for security. 

6. The applicant argues that Holmes-Kinsella does not cure deficiencies 
regarding having service information provided upon identification. The examiner 
disagrees for several reasons; 1) Both Mukherjee and Holmes-Kinsella teach 
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generic cellular communications which inherently requires mobile device 
registration whereby service information is only provided upon proper 
identification (eg. prevents cloning) and 2) Holmes-Kinsella addresses "real-time 
addition of devices to a subscriber account" (title, abstract) and one skilled would 
combine Mukherjee and Holmes-Kinsella to ensure that any device failure 
spawns either automatic or manual addition of a new backup device being 
registered and put into service. Donovan/Rosenberg follow similar logic and do 
not use hindsight reasoning. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 1 02 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21 (2) of such treaty in the English language. 

Claims 1-4. 6-8. 18-21. 23-25. 32, 33 and 35-39 are rejected as being 
anticipated by Mukherjee. 

Regarding claim 1, Mukherjee discloses a method comprising storing 
service information (dynamic presence information) concerning a user (470) in a 
registrar (presence agent 204) and sending a subscription message 
(SUBSCRIBE) from a new/recovered terminal (465) to the registrar said service 
information being information which allows a user to continue their ongoing 
communication services at a new or recovered terminal (figure 6 shows that data 
for Work or Home can be stored and would be used to backup the failed device) . 
See Figure 2 and paragraphs 52 and 1 16. A header in the subscription message 
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contains a unique indication of a particular user. See paragraphs 7 and 98. The 
method also comprises, in response to the subscription message containing a 
unique indication in a header, returning a notification message (NOTIFY) to the 
user terminal. See paragraph 1 16. The payload (Message Body) of the 
notification message includes service information (presence information such as 
name, status, phone contacts) for the user to be used by the user terminal for 
communication services (presence applications) See Figure 7A and paragraphs 
49. 

Regarding claim 2, Mukherjee discloses all of the limitations of claim 1 , and also 
discloses that the user may have a plurality of ongoing communication sen/ices 
at the time that the subscription message is sent. See paragraphs 49 and 50. 
Regarding claim 3, Mukherjee discloses all of the limitations of claim 2, and also 
discloses that the payload of the notification message includes service 
informatign for each of the ongoing communication sen/ices. See paragraphs 49 
and 50. 

Regarding claim 4, Mukherjee discloses all of the limitations of claim 1 , and one 
of ordinary skill in the art recognizes that the subscription message nnay be sent 
after the new/recovered user terminal experiences a failure. 

Regarding claim 6, Mukherjee discloses all of the limitations of claim 1 , and one 
of ordinary skill in the art recognizes that the user may switch from a previous 
terminal to a new or recovered t erminal, and that the subscription message may 
be sent by the new terminal. 

Regarding claim 7, Mukherjee discloses all of the limitations of claim 6, and one 
of ordinary skill in the art recognizes that the new user t erminal may be a 
different type of mobile terminal than the previous terminal. 
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Regarding claim 8, Mukfierjee discloses all of the limitations of claim 1 , and also 
discloses that the communication services include a push service and the 
registrar is a push proxy. See paragraphs 49 and 52. 

Regarding claim 18, Mukherjee discloses all of the limitations of claim 1, and also 
discloses that the registrar comprises a SIP registrar, the subscription message 
comprises a SIP SUBSCRIBE message, the header comprises an event header, 
and the notification message comprises a SIP NOTIFY response. See 
paragraphs 85, 97, Page 6, 98, 100, 101 and 117. 

Regarding claim 19, Mukherjee discloses all of the limitations of claim 18, and 
also discloses that the user may have a plurality of ongoing communication 
services at the time that the SIP SUBSCRIBE message is sent. 
See paragraphs 49 and 50. 

Regarding claim 20, Mukherjee discloses all of the limitations of claim 19, and 
also discloses that the payload of the SIP NOTIFY response includes service 
information for each of the ongoing communication sen/ices. See paragraphs 49 
and 50. 

Regarding claim 21, Mukherjee discloses all of the limitations of claim 18, and 
one of ordinary skill in the art recognizes that the SIP SUBSCRIBE message may 
be sent after the recovered user terminal experiences a failure. 

Regarding claim 23, Mukherjee discloses all of the limitations of claim 18, and 
one of ordinary skill in the art recognizes that the user may switch from a 
previous terminal to a ne w/recovered terminal, and that the SIP SUBSCRIBE 
message may be sent by the new user t erminal. 
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Regarding claim 24, Mulcherjee discloses all of the limitations of claim 23, and 
one of ordinary skill in the art recognizes that the new terminal may be a different 
type of user t erminal than the previous userterminal. 

Regarding claim 25, Mukherjee discloses all of the limitptions of claim 18, and 
also discloses that the communication services include a push sewice and the'sip 
registrar is a push proxy. See paragraphs 49 and 52. 

Regarding claim 32, Mukherjee discloses a mobile terminal. The mobile terminal 
receives a plurality of communication services (presence applications) and sends 
a subscription message (SUBSCRIBE) to a registrar (presence agent 204). See 
Figure 2 and paragraphs 49, 50, 52 and 116 unique identification of a user. A 
header in the subscription message contains a See paragraphs 97 and 98. The 
mobile terminal also receives a notification message (NOTIFY) sent from the 
registrar in response to the subscription message. See paragraph 116. The 
payload (Message Body) of the notification message includes service information 
which allows said particular user to continue to receive a oluralitv of their 
(presence information such as name, status, phone contacts AND figure 6 shows 
that data for Work or Home can be stored and would be u sed to backup the 
failed device) .) communication services at said mobile terminal . See Figure 7A 
and paragraphs 100, 101 , and 1 15. The mobile terminal uses the service 
information included in the payload of the notification message to continue the 
communication services. See paragraphs 49 and 50. 

Regarding claim 33, Mukherjee discloses all of the limitations of claim 32, and 
one of ordinary skill in the art recognizes that the subscription message may be 
sent after the user terminal experiences a failure. 
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Regarding claim 35, Mukherjee discloses all of the limitations of claim 32, and 
one of ordinary skill in the ad recognizes that the user may switch from a 
previous terminal to the terminal, and that the subscription message may be sent 
by the terminal. 

Regarding claim 36, Mukherjee discloses all of the limitations of claim 32, and 
also discloses that the subscription message comprises a SIP SUBSCRIBE 
message, the header comprises an event header, and the notification message 
comprises a SIP NOTIFY response. See paragraphs 85, 97, 98, 100, 101 and 
117. 

Regarding claim 37, Mukherjee discloses all of the limitations of cipim 1 , and also 
discloses that the unique indication comprises an event name padicular to a 
specific user. See paragraphs 97 and 98. 

Regarding claim 38, Mukherjee discloses all of the limitations of claim 1, and also 
discloses that the unique indication comprises identification of the particular user. 
See paragraphs 97 and 98. 

Regarding claim 39, Mukherjee discloses all of the limitations of claim 32, and 
also discloses that the unique identification comprises an event name padicular 
to a specific user. See paragraphs 97 and 98. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which fornns the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 10-13 and 15-17 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Donovan (UIMPS - Instant Messaging and Presence Using 
SIP") in view of Holmes-Kinsella (U.S. Patent Application Publication No. 
2002/0147000). 

Regarding claim 10, Donovan discloses a network architecture comprising 
a plurality of user t erminals and an inherent radio access network. The radio 
access network inherently contains elements providing information indicating the 
presence of the terminals. The network architecture also comprises a presence 
server. The presence server receives the information indicating the presence of 
the terminals. The network architecture also comprises an Inherent 
communication sen/ice provider which provides a plurality of communication 
sen/ices, and a proxy server that allows user communications to continue at a 
new/recovered user terminal (IMPS architecture, page 4. shows that many client 
terminals can be used, anv could be used as backup if failure occ urs bv re- 
registering a user to a new terminal) . The proxy server provides the 
communication services (instant messaging services) to the user terminals upon 
subscription thereto, stores and maintains service information (presence 
information) related to the communication services, and provides the service 
information in a single message (NOTIFY) sent in response to a request 
(SUBSCRIBE) from a user terminal. 
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Donovan does not disclose that the proxy server resubscribes the user to 
ongoing subscription for which service information is stored when the proxy 
server receives the request from a user terminal. 

Holmes-Kinsella discloses a system a method for adding new devices to a 
user's ongoing subscription. See Abstract. Adding a new device of a user to a 
user's subscription reads on re-subscribing the user to an ongoing subscription. 
Holmes-Kinsella's system comprises a service provider which comprises a 
inherent server. The service provider's server acts as a proxy for information 
providers. See Figure 1 and paragraph 16. When a user having ongoing 
subscriptions requests services from the service provider server with a new 
device, the service provider server re-subscribes the user to the ongoing 
subscriptions by updating the user's subscriptions to include the new device. See 
paragraphs 21 and 22. The main benefit of Holmes-Kinsella's ihvention is that a 
user may add new devices to the user's pre-existing subscriptions as they are 
acquired. See paragraphs 6-8. It would have been obvious to one of ordinary skill 
in the art at the time of the invention to modify Donovan with Holmes-Kinsella, 
such that the proxy server rqsubscribes the user to ongoing subscription for 
which sewice information is stored when the proxy server receives the request 
from a user terminal, in order to allow the user to add new devices to the user's 
ongoing subscriptions as they are acquired. 

Regarding claim 1 1 , Donovan in view of Holmes-Kinsella teaches all of the 
limitations of claim 10, and Donovan also discloses that the proxy server 
provides the Page 10 service information in the payload of a notification message 
(NOTIFY) sent to the requesting new/recovered terminal in response to the 
request. 
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Regarding claim 12, Donovan in view of Holmes-Kinsella teaches all of the 
limit#tions of claim 1 1 . and Donovan also discloses that the presence sewer, the 
proxy server, and the user terminal send message to each other according to SIP 
and that the notification message comprises a SIP NOTIFY response. 

Regarding claim 13, Donovan in view of Holmes-Kinsella teaches all of the 
limitations of claim 12, and Donovan also discloses that the request comprises a 
SIP SUBSCRIBE message. 

Regarding claim 15, Donovan in view of Holmes-Kinsella teaches all of the 
limitations of claim 11. Furthermore, Donovan's user terminal may send the 
request after it experiences failure (for new/recovered terminal . 

Regarding claim 16, Donovan in view of Holmes-Kinsella teaches all of the 
limitations of claim 1 1 . In addition, when a user switches to a new or recovered 
user terminal from a previous user terminal, the new user terminal may send the 
request to the proxy sewer. 

Regarding claim 17, Donovan in view of Holmes-Kinsella teaches all of the 
limitations of claim 16, and a new terminal may be a different type of user 
terminal than a previous user terminal. 

Claims 27-30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rosenberg in view of Holmes-Kinsella. 

Regarding claim 27, Rosenberg discloses a proxy server which provides a 
plurality of communication services (instant messaging services) to a plurality of 
user terminals upon subscription of the user terminals to the comnnunication 
services, stores and maintains service information (presence information) related 
to the communication services (, and provides the sewice information in a single 



Application/Control Number: 09/938,290 
Art Unit: 2683 



Page 1 1 



message (NOTIFY) sent in response to a request (SUBSCRIBE) from a user 
terminal. 

Rosenberg does not disclose that the proxy server resubscribes the user 
to ongoing subscriptions for which service information is stored when the proxy 
server receives the request from a user terminal and allows a user to continue 
their ongoing communication sen/ices at a new or recovered use r terminal. 

Holmes-Kinsella discloses a system a method for adding new devices to a 
user's ongoing subscription. See Abstract. Adding a new device of a user to a 
user's subscription reads on re-subscribing the user to an ongoing subscriptiGn. 
Holmes-Kinsella's system comprises a service provider which comprises a 
inherent server. The service provider's server acts as a proxy for information 
providers. See Figure 1 and paragraph 16. When a user having ongoing 
subscriptions requests sen/ices from the service provider server with a new 
deviee, the service provider server resubscribes the user to the ongoing 
subscriptions by updating the user's subscriptions to include the new device. See 
paragraphs 21 and 22. The main benefit of Holmes-Kinsella's invention is that a 
user may add new devices to the user's pre-existing subscriptions as they are 
acquired. See paragraphs 6-8. 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention to modify Rosenberg with Holmes-Kinsella, Page 12 such that the 
proxy server re-subscribes the user to ongoing subscription for which service 
information is stored when the proxy server receives the request from a user 
terminal, in order to allow the user to add new devices to the user's ongoing 
subscriptions as they are acquired. 

Regarding claim 28, Rosenberg in view of Holmes-Kinsella teaches all of the 
limitations of claim 27, and Rosenberg also discloses that the proxy server 
provides the service information 'in the payload of a notification message 
(NOTIFY) to the requesting new user terminal. 
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Regarding claim 29, Rosenberg in view of Holmes-Kinsella teaches all of the 
limitations of claim 28. and Rosenberg also discloses that the proxy server sends 
and receives messages according to SIP and that the notification message 
comprises a SIP NOTIFY response. 

Regarding claim 30, Rosenberg in view of Holmes-Kinsella teaches all of the 
limitations of claim 29, and Rosenberg also discloses that the request comprises 
a SIP SUBSCRIBE message. 

Allowable Subject Matter 

Claims 5, 9, 22, 26 and 34 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1,1 36(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Stephen M. D'Agosta whose telephone 
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number is 703-306-5426. The examiner can normally be reached on M-F, 8am 
to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Bill Trost can be reached on 703-308-5318. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

Stephen D'Agosta 
9-10-04 
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